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REMARKS/ARGUMENTS 

The Examiner stated that the Declaration filed on May 12, 2006 under 37 CFR 
1.131 was ineffective to demonstrate diligence because dates had been redacted from 
the declaration. Claims 1, 6-9, 19, 24-27, 37, and 42-45 are pending in the application 
but have been rejected under 35 U.S.C § 103 as allegedly being unpatentable over 
Eylon et al. (U.S. Patent No. 6,757,894) in view of Franco et al., (U.S. Patent No. 
6,687,745). 

Evlon et al is Not Prior Art under 35 U.S.C. S 102(e) 

The Examiner relies upon Eylon et al., either alone or in combination with 
another reference, to reject claims 1, 6-9, 19, 24-27, 37, and 42-45. The applicants are 
entitled to a patent under §1 02(e)(1) unless the invention was described in "an 
application for patent, published under section §1 22(b), by another filed in the United 
States before the invention by the applicant for patent[.]" Here, the applicants' effective 
date is November 6, 2000, and the Eylon et al. application was filed December 28, 
2000. Thus, Eylon et al. does not qualify as prior art under §1 02(e)(1). 

Similarly, the applicants are entitled to a patent under §1 02(e)(2) unless the 
invention was described in "a patent granted on an application for patent by another 
filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the 
effects for the purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published 
under Article 21(2) of such treaty in the English language[.]" Here, the applicants' 
effective date is November 6, 2000, and Eylon's application was filed December 28, 
2000, and there is no indication that Eylon filed an international application. Thus, 
Eylon et al. does not qualify as prior art under § 102(e)(2). 

All of the Examiner's rejections rely upon Eylon et al, either alone or in 
combination with another reference. Since Eylon et al. does not qualify as prior art 
under 35 U.S.C. § 102(e), the applicants respectfully submit that the rejections of 
Claims 1, 6-9, 19, 24-27, 37, and 42-45 should be withdrawn. The applicants do not 
provide any opinion regarding the teachings of Eylon et al. because no such opinion is 
deemed necessary. 
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Un-Redacted Dates Show Diligence 

In paragraphs 4-6 of Final Office Action, the Examiner determined the applicants' 
Declaration of Prior Invention under 37 CFR § 1.131 to be ineffective to overcome the 
cited reference Eylon et al., and that the declaration was insufficient to establish 
diligence. Specifically, "the actual dates of acts relied on to establish diligence must be 
provided." The actual dates - provided previously by Applicants in Exhibits D1 through 
D5 (collectively, Exhibit D) to prove diligence from conception to constructive reduction 
to practice on November 6, 2000 - were redacted. 

Attached as Exhibit A is a revision history that is used for reference purposes. 
The document can be reproduced from the document management system used by the 
applicants. The original revision history, "revision-history-docs.xls" did not include page 
numbers, but page numbers have been added for convenience. 

Exhibits B1 through B5 (collectively, "Exhibit B") - the documents submitted as 
Exhibit D in the prior Office Action response, but without redaction of relevant dates - 
are exemplary documents produced by Applicants between September 26, 2000 and 
constructive reduction to practice on November 6, 2000, which is the date of the 
provisional to which priority is claimed. These documents are in chronological order 
which occurred at irregular intervals but without interruption extending from conception 
to constructive reduction to practice. Exhibit B is as follows: 

a) B1: Estream 1.0 planning document indicates an un-redacted 
date of 8/31/2000. The document, as indicated on page 10 of 
Exhibit A, was entered into the document management system on 
September 25, 2000, and edited at various times from October 9 to 
November 1, 2000. Although the un-redacted date in the 
document is August 31, 2000, the correct date for the edited 
version provided is November 1, 2000, as retrieved from the 
document management system. The authors apparently did not 
amend the date within the document. Exhibit B1 is a copy of 
Exhibit D1 provided previously by Applicants, but without redacted 
dates. 

b) B2: Estream server component framework low level design 
indicates an un-redacted date of September 4, 2000. The 
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document, as indicated on page 10 of Exhibit A, was entered into 
the document management system on September 13, 2000, and 
edited on September 30, 2000. Although the un-redacted date in 
the document is September 4, 2000, the correct date for the edited 
version provided is September 30, 2000, as retrieved from the 
document management system. The authors apparently did not 
amend the date within the document. Exhibit B2 is a copy of 
Exhibit D2 provided previously by Applicants, but without redacted 
dates. 

c) B3: Estream set format low level design indicates an un- 
redacted date of October 3, 2000. The document, as indicated on 
page 8 of Exhibit A, was entered into the document management 
system on September 1 1 , 2000, and edited at various times from 
September 11 to October 3, 2000. Exhibit B3 is a copy of Exhibit 
D3 provided previously by Applicants, but without redacted dates. 

d) B4: Estream 1 .0 high level design indicates an un-redacted date 
of October 24, 2000. The document, as indicated on page 10 of 
Exhibit A, was entered into the document management system via 
a branch from a prior document on September 12, 2000, and 
edited on October 25, 2000. Although the un-redacted date in the 
document is October 24, 2000, the correct date for the edited 
version provided is October 25, 2000, as retrieved from the 
document management system. Exhibit B4 is a copy of Exhibit D4 
provided previously by Applicants, but without redacted dates. 

e) A5: Estream 1.0 web server load monitoring applet low level 
design indicates an un-redacted date of October 30, 2000. The 
document, as indicated on page 10 of Exhibit A, includes a first 
date of October 27, 2000, and October 30, 2000, is indicated to be 
an edit date. The document was entered into the document 
management system on October 30, 2000, and edited on October 
31, 2000. Exhibit B5 is a copy of Exhibit D5 provided previously by 
Applicants, but without redacted dates. 
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Applicants have provided the actual dates relied upon to establish diligence. The 
prior 131 declaration includes the same original exhibits of records, which accompanied 
and formed a part of the declaration, as required under 37 CFR 131. Accordingly, the 
applicants respectfully assert the 131 declaration is complete and, using the facts 
provided herein, the Examiner should determine that the inventors conceived of the 
claimed invention prior to September 26, 2000, the date of the provisional application to 
which Eylon et al. claims priority, and diligently reduced to practice from September 26, 
2000, to November 6, 2000, the date of the provisional application to which the 
applicants claim priority. 

Since the date of conception associated with the pending claims, followed with 
diligence to constructive reduction to practice, is prior to the best priority date of Eylon 
et al., the applicants respectfully submit that Claims 1, 6-9, 19, 24-27, 37, and 42-45 are 
allowable over the prior art of record. 

In view of the foregoing, the claims pending in the application comply with the 
requirements of 35 U.S.C. § 112 and patentably define over the prior art. A Notice of 
Allowance is, therefore, respectfully requested. If the Examiner has any questions or 
believes a telephone conference would expedite prosecution of this application, the 
Examiner is encouraged to call the undersigned at (650) 838-4305. 



Correspondence Address: 

Customer No. 22918 

Perkins Coie LLP 

P.O. Box 2168 

Menlo Park, California 94026 

(650) 838-4300 



Respectfully submitted, 
Perkins Coie LLP 



Date: June 1. 2007 




WilnaTrrF. Ahmann 
Registration No. 52,548 
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